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While every care has been taken to ensure the accuracy of this work, no responsibility for
loss or damage occasioned to any person acting or refraining from action as a result of
any statement in it can be accepted by the authors, editors or publishers.

Websites: No warranty or assurance is given that the websites cited in this book are or
will be safe, active or are secure or may be lawfully accessed. All of the cited websites
were accessed at least once during the month preceding the production of this book in
the editors’ genuine belief that such sites were safe and lawful to access.
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Foreword

The Modern Law of Patents was first published in 2005 by a team of authors led
by Trevor Cook, Ashley Roughton and Michael Spence. Further editions
followed in 2010, 2014 and 2018. During that period Michael Spence and
other contributors departed from the team and it was joined by Phillip Johnson.
Now the current team have produced a fifth edition only just over three years
after the publication of the last edition, which shows commendable industry.
During that time there have been no major changes in patent law. The most
consequential development has probably been the decision of the United
Kingdom, having ratified the Agreement on a Unified Patent Court on 26 April
2018, to withdraw its ratification with effect from 20 July 2020. As a result, the
authors have omitted Chapter 16 of the fourth edition from this edition even
though the UPC now appears close to fruition.

This is not to say that either European or UK patent law have stood still since
2018. While the basic framework of the law has changed very little since the
European Patent Convention was revised in 2000, the application of the
principles laid down by that framework has continued to evolve as technology,
business and society have evolved. The most notable developments since the last
edition have probably been in the area of insufficiency, where the controversial
decision of the Supreme Court in Regeneron Pharmaceuticals Inc v Kymab Ltd
[2020] UKSC 27 and the recent decision of the Court of Appeal in FibroGen Inc
v Akebia Therapeutics Inc [2021] EWCA Civ 1279 demonstrate the continuing
difficulties that this issue poses. There can be little doubt that those decisions
will not be the last word on the subject. A reference to the Enlarged Board of
Appeal of the European Patent Office on the vexed question of plausibility is
pending as G 2/21, and it seems likely that the Supreme Court will be called
upon consider this topic once again in the not too distant future. In the
meantime practitioners and students can find an illuminating exposition of the
current state of the law in Chapter 4.

There have also been notable decisions in a number of other areas, such as
Unwired Planet International v Huawei Technologies Co [2020] UKSC 37 on
FRAND issues, which is discussed in Chapters 18 and 20; IPCOM GmbH
& Co KG v Vodafone Group plc [2021] EWCA Civ 205 on Crown use, which
has resulted in considerable revisions to the treatment of this subject in Chapter
11; and Thaler v The Comptroller-General of Patents, Designs and Trade
Marks [2021] EWCA Civ 1374 on inventorship and entitlement, discussed in
Chapters 9 and 12.
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Overall, readers will find that this edition maintains the authors’ distinctive
clarity of analysis of the case law of both the EPO and the domestic courts as
well as of the international, European and UK legislation. In addition, the book
has the advantage of covering certain topics not addressed in other textbooks,
notably patent law theory. It therefore continues to command a place on any
serious patent practitioner’s (physical or virtual) bookshelf.

Richard Arnold

Royal Courts of Justice

16 December 2021

Foreword
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Preface

On 31 December 2020, European Union law ceased to apply to the United
Kingdom. In many respects, however, the changes brought about were minor.
The corpus of EU law has been ‘retained’ as part of the domestic legal system
and so largely remains unaffected. In patent law, in contrast to other intellectual
property rights, the inroads made by EU law were far less significant in the first
place. Nevertheless, there have still been changes. The supplementary protec-
tion certificate system is now much more complicated due to the differing
regimes for authorising medicines and plant protection products in different
parts of the United Kingdom and, likewise, the customs rules are slightly
different between Great Britain and Northern Ireland.

In the long run, what is likely to be more significant is the fact that the United
Kingdom will no longer be a party to the Unified Patent Court Agreement. This
has led us to remove the dedicated chapter and detail discussion of its provisions
from the text. Only those procedural aspects relating to obtaining a unitary
patent at the European Patent Office remain. Thus, the chapter numbers from
Chapter 16 onwards are different from the previous edition. It may be that
when the court’s doors open, its decisions have significant persuasive force
before the EPO and the domestic courts. This means we cannot ignore it entirely
and so it may be that its jurisprudence is considered in future editions but for
now, we put it to one side. Another significant change from the last edition
results from the United Kingdom no longer being bound by the rules of
jurisdiction under EU law or the Lugano Convention on jurisdiction and the
enforcement of judgments in civil and commercial matters. Thus, by removing
the material on this subject we have been able to expand what was a chapter on
jurisdiction and enforcement of judgments to include applicable law as well
(which we previously included in the arbitration chapter). Chapter 18 now
therefore deals with all aspects of private international law and patents.

The presses were held for the publication of the Fourth Edition so we could
include the second significant patent case heard before the Supreme Court since
the previous edition. Since 2018, however, the Supreme Court has been very
busy and there have been four important decisions which we explore in the text:
Actavis Group PTC EHF v ICOS Corporation [2019] UKSC 15, [2009] RPC 9;
Shanks v Unilever Plc [2019] UKSC 45, [2019] RPC 24; Regeneron Pharma-
ceuticals Inc v Kymab Ltd [2020] UKSC 27; and Unwired Planet International
v Huawei Technologies [2020] UKSC 37. These deal with issues ranging from
employee compensation to inventive step and from standard essential patents to
sufficiency. The work of that court has also led to significant developments in
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other areas explored in this text such as the law governing the jurisdiction of the
English courts.

These Supreme Court decisions represent the tip of the iceberg emerging above
a sea of significant judgments from the Court of Appeal and the High Court.
The work of these courts has led us to take account of many developments,
including some unusual issues such as Crown use (IPCOM GmbH & Co Kg v
Vodafone Group Plc [2021] EWCA Civ 205) and the role of the public interest
in refusing a final injunction (Evalve v Edwards Lifescience [2020] EWHC 513
(Pat)). Likewise, the Enlarged Board of the European Patent Office been busy
most notably G 1/19 Pedestrian simulation/BENTLEY SYSTEMS [2021] OJ
EPO A77 which explores computer implemented inventions in some depth as
well as G 3/19 Pepper II [2020] OJ EPO A119 which considered the constitu-
tional nature of the implementing regulations. There have been others Enlarged
Board decisions clarifying the law on video conferencing, double patenting, the
location of proceedings and the admissibility of appeals. These have all be
examined in the text along with many decisions of the Boards of Appeal.

Finally, after four editions the title of the book has changed to Roughton,
Johnson and Cook on Patents and in so doing we follow our older sibling
(Morcom on Trade Marks) and cease to be ‘Modern’. Yet we endeavour to
remain contemporary and to state the law as it stood on 17 December 2021.
The authors welcome any feedback or comments from readers on mistakes or
improvements to the text.

PJ
AWR

TC
17 December 2021

Phillip Johnson’s contribution to this edition has, as with previous editions,
been comprehensive and substantial. His industry and analysis should not go
unrecognised and we wish to acknowledge the important and invaluable part he
has played in authoring the vast majority of the chapters.

AWR
TC

17 December 2021

Preface
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